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Pa^nt Application 

>sMventor: Philip R. Raymond Docket No.: Vanquish Idiv 


Serial No.: 10/784,369 


Group Art Unit: 2643 


Filing Date: February 23, 2004 


Examiner: Unknown 


Title: SYSTEM AND METHOD FOR DISCOURAGING COMMUNICATIONS 
CONSIDERED UNDESIRABLE BY RECIPIENTS 

tO: Mail Stop Patent Application 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 . 

Sir: 

DECLARATION OF GARY S. ENGELSON UNDER 37 C.F.R. S1.131 

Pursuant to 37 C.F.R. §1.131, Gary S. Engelson declares and says the fol- 
lowing: 

1. I am an Attorney registered to practice before the U.S. Patent and 
Trademark Office, and my Registration Number is 35,128; 

2. Prior to September 1, 1999, Mr. Philip R. Raymond approached me to 
prepare and file a provisional patent application describing the concept of a system 
for discouraging the sending of unwanted electronic communication, in which 
communication senders would accompany their electronic communications (e.g., 
telephone calls, faxes, e-mail messages) by bonds, and that the bond could be for- 
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U.S. Ser. No. 10/784,369 Rule 131 Declaration of Gary S. Engelson 

feited if the communication recipient deemed the bonded communication unac- 
ceptable; 

3. Prior to September 1, 1999, I received from Mr. Raymond, a docu- 
ment labeled as Exhibit A, which document memorialized the concept of bonded 
electronic communications; 

4. Prior to September 1, 1999, I prepared a draft for a US. Provisional 
Patent Application titled "Method of Blocking Unsolicited and Undesired Tele- 
phone Calls," labeled as Exhibit C, which draft provisional patent application was 
given the attorney's docket number of F05 13/7004, and which draft provisional 
patent application also disclosed the idea of bonded electronic communications, 
including e-mail; 

5. On September 1, 1999, 1 prepared and forwarded to Mr. Raymond, a 
letter (labeled as Exhibit B) and the aforementioned draft for a U.S. Provisional 
Patent Application (Exhibit C); 

6. Prior to and including September 9, 1999, 1 received comments and 
revisions of the draft provisional patent application from Mr. Raymond, labeled as 
Exhibits D and E; 

7. On September 9, 1999, 1 completed and forwarded to Mr. Raymond, a 
letter (labeled as Exhibit F) and a revised final version of the aforementioned draft 
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U.S. Sen No. 10/784,369 Rule 131 Declaration of Gary S. Engelson 

U.S. Provisional Patent Application titled "Method of Blocking Unsolicited and 
Undesired Telephone Calls/' which is labeled as Exhibit G; 

8. Pursuant to Mr. Raymond's instructions, I did not file the Provisional 
Patent Application; 

9. Mr. Raymond stated to me that financial limitations and pursuit of an- 
other unrelated patent application temporarily prohibited him at that time from be- 
ing able to adequately pursue the Provisional Patent Application in question; and 

10. All statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code, and that such willful false statements 
may jeopardize the validity of the application or any patents issuing thereon. 

Further declarant saith not. 


Signed: 



(y Date 
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' ^ %#\\IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Afy. DjlRent Application 


mventor: Philip R. Raymond Docket No.: Vanquish Idiv 


Serial No.: 10/784,369 


Group Art Unit: 2643 


Filing Date: February 23, 2004 


Examiner: Unknown 


Title: SYSTEM AND METHOD FOR DISCOURAGING COMMUNICATIONS 
CONSIDERED UNDESIRABLE BY RECIPIENTS 

TO: Mail Stop Patent Application 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


DECLARATION OF PHILIP R. RAYMOND UNDER 37 C.F.R. $1.131 

Pursuant to 37 C.F.R. §1.131, Philip R. Raymond declares and says the fol- 
lowing: 

1. I am the inventor of the subject matter of U.S. Divisional Patent Ap- 
phcation Serial Number 10/784,369, and of the subject matter of the parent U.S. 
Patent Application Serial Number 10/120,058, and of the subject matter of the U.S. 
Provisional Patent Application Serial Number 60/347,857, all for "System and 
Method for Discouraging Communications Considered Undesirable by Recipi- 
ents;" 

2. In August of 1997, 1 conceived the idea of a system for discouraging 
the sending of unwanted electronic communication, in which communication send- 


Sir: 
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U.S. Ser. No. 10/784,369 Rule 131 Declaration of Philip R. Raymond 

ers would accompany their electronic communications (e.g., telephone calls, faxes, 
e-mail messages) by bonds, and that the bond could be forfeited if the communica- 
tion recipient deemed the bonded communication unacceptable; 

3. I summarized the general invention in a paper dated January 16, 1998 
attached hereto as Exhibit A; 

4. I gave a copy of the document labeled Exhibit A to Mr. Gary S. 
Engelson in January, 1998, with the intent that Mr. Engelson prepare a U.S. Patent 
Application; 

5. Upon information and belief, Mr. Engelson was a licensed as an attor- 
ney to practice before the U.S. Patent and Trademark Office; 

6. On September 1, 1999, 1 received a letter (labeled as Exhibit B) and 
draft for a U.S. Provisional Patent Application titled "Method of Blocking Unsolic- 
ited and Undesired Telephone Calls," labeled as Exhibit C, which draft provisional 
patent application was given the attomey's docket number of F05 13/7004, and 
which draft provisional patent application also disclosed the idea of bonded elec- 
tronic communications, including e-mail; 

7. Upon information and beUef, Mr. Engelson was affiliated with the law 
firm of Wolf, Greenfield and Sacks, P.C. of Boston, Massachusetts in 1999, and 
prepared or caused to be prepared, the draft provisional patent application labeled 
as Exhibit C; 
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U.S. Ser. No. 10/784,369 Rule 131 Declaration of Philip R. Raymond 

8. On September 1, 1999, I made revisions to the aforementioned draft 
Provisional Patent Application, and forwarded my revisions to Mr. Engelson; 

9. The revised draft provisional patent application is labeled as Exhibit 

D; 

10. On September 1, 1999, 1 also made additional comments on an addi- 
tional sheet labeled as Exhibit E, and forwarded it to Mr. Engelson; 

11. On September 9, 1999, Mr, Engelson forwarded a letter (labeled as 
Exhibit F) and a revised version of the aforementioned draft Provisional Patent 
Application titled "Method of Blocking Unsolicited and Undesired Telephone 
Calls," which is labeled as Exhibit G; 

12. Subsequently, I declined to file and pursue the Provisional Patent Ap- 
plication due to financial limitations, as I was currently pursuing another unrelated 
patent application at the time, and did not have the resources to adequately pursue 
the Provisional Patent Application in question; 

13. I continued to methodically develop the inventive concept for bonded 
electronic communication, and co-founded Vanquish, Inc., the assignee of the. pre- 
sent divisional Patent Application (Serial Number 10/784,369) on January 3, 2002; 

14. Prior to November 7, 2001, 1 approached Attomey Gregory P. Gadson 
(Registration Number 31,254) to prepare and file a new Provisional Patent Appli- 
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U.S. Ser. No. 10/784,369 Rule 131 Declaration of Philip R. Raymond 

cation including the subject matter of the draft Provisional Patent Application as 
shown in Exhibits A, C, D, E, and G; 

15. Upon information and belief, Mr. Gadson filed U.S. Provisional Pat- 
ent Application Serial Number 60/347,857 on November 7, 2001; 

16. The present divisional Patent Application (Serial Number 10/784,369) 
relates back to U.S. Provisional Patent Application Serial Number 60/347,857; and 

17. All statements made herein of my own knowledge are true and that all 
statements made on information and behef are beheved to be true; and further that 
these statements were made with the knowledge that willful false statements and 
the hke so made are pimishable by fine or imprisonment, or both, under Section 
1001 of Title 18 of the United States Code, and that such willful false statements 
may jeopardize the validity of the application or any patents issuing thereon. 

Further declarant saith not. 


Signed: 



pate 
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Requiting or Embedding Evidence of Sender Liability within 
Messages Can Deter Undesirable Calls, Fax, and Email 



Background 


lA the case of unsolicited e-mail, sonie internet service providers act as gate keepers for their clients by offeiing 
to filter messages at their server based on content or sender infonnation. Likewise, phone companies empower 
recipients to either screen or reject calls - eidier before or after the call is sent to the cusiomer - based iq>on 
caller I.D. mformation or a lack thereof. 

Currently, there exist mechanisms in the pubhc switched telephone network to charge callers special fees in 
association with dialing certain phone mimbers. Most callers expect to be billed for fees beyond the cost of 
communication when they dial area code 900 or even in their own area code, when qalling the 97$, Generally, 
Tvfaen calling these numbers, the caller is consenting to pay for a service that voll be billed with their monthly 
telephone charges. 

CuiTcnt technology supports special caller charges, cr^'an when dialing a re^tiar cxc ha^ in which only some 
nunibers carry premium fees and only during certain hours, in Colorado, proposal from a wireless telephony 
provider would allow subscribers to avoid service ^air time' changes for incoming calls by charging (and 
mforming) the caller at the time of connection. £ven though (he phone exchange is indistinguishable from 
ordinary phone mimbers, callen to cellular subscnbers who opt for the plan would be warned of the call 
completion charge, which accrues by consent, if the caller waits for the connection to complete. 

The Invention 

a) As a telemarketing 'filtei'* 

This invention is a method for discouraging unsolicited marketing calls or undesirable calls of any nature to 
residential and^or bu.'sfness telephone subscnberf;. The recipient in concert with his or her telephone service 
provider acts as a gatekeeper in a unique new way.. . 

It is proposed that the telephone service be equipped with a feature that enables a call recipient to generate a 
special charge to the caller by pressing a touch-tone code into his receiver, or by any other method of 
signaling; even ovt-of-band signaling, 5uch a$ via the internet 

b} As junk fax filter * 

The teclinique could also be used to discourage unsolicited fax calls» cither by interrupting an incoming fax 
with the charge code or by allowing the recipient to invoke the charge after a call has ended. 

c) As a mechanism for dealing with email 'spam ' 

The technique could be used to discourage or block internet email from any unrecognized address (or other 
exclusionary criteria), unless the sending party has embedded or agree."? to embed a signed digital token that 
contirms the existence of a cash liability or other meaningful penalty. That is, messages that contains a digital 
bond (signed or a recognized party or otherwise verifiable), and therefore prove that the sender has sufficient 
money on deposit or otherwise has demonstrated credible ritsk, will be allowed into the protected recipients in 
box, because even thought the sender may be a stranger and the message may be commercial, the recipient 
accepts the principle that email messages bonded in this manner are unlikely to be deemed irritating, iirclcvant 
or harassing. 

Benefits of the technique compaicd to junk email filters (the current art) 

The technique of requiring senders to accept risk for the privilege of pushing mail to protected addresses (at 
least for individuals who do not recognize an aspect of their persona such as the *Sent From' address), has 
advantages over traditional email filtering: 


EXHIBIT A 
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a) Filters icquirc ongoing maintcmncc and research to counter the simultaneous leamtng curve of unscru- 
pulous senders. They result in a technical *'cat-and-inouse game"* betn-een the sender and the filter designer. 

b) For the sanie reason, they are likely to intercept messages that the recipient would find desirable. 

d) Cenoralized or pre-configured heuristic rules constitute a form of community censorship. What is desirable 
in flie eyes of one recipient may be jmik mail in the eyes of another. 

e) Even if every email recipient needs and preferences were the same, the nature of automating a decision 
process based on heuristics iurther increases the likelihood of error. For emtiple» the word 'sex' may indi* 
catc the presence of pornography within a message, but it may also be u^ed to denote gender. The routing 
of mail through Europe - even through it originated in the next town - may be indicative of bulk mail or 
deception, but it could also be due to network congestion or problems ^ith regional routing equipment. 

f) In addition to protecting addressees from undesirable mailings, the presence of a digital bond within email 
from strangers conveys benefit upon organizations that send large quantities of "legitimate" email or 
automated mailings such as newsletters, order confirmations, and even well targeted commercial solicita- 
tions. By enabling the bond to be freely tested and thus the liability confirmed at any stage of transmission 
and delivery, the bond can be used to 'waive' messages past traditional junk-email filters. For exan^le, this 
would allow an email provider to lessen the chance of intercepting a desirable message, thereby providing 
better service to the recipient 


Ancillary fTelemarketine Venue) 

a) Once invoked, the caller would be notified by recorded message to remove the customer from their calling 
list ' or risk additional charges for each successive call to the custonzcr. 

b) If the service is not universally available, the caller could notified before connecting the call, that the 
recipient has such privilege and may cause the caller to incur special charges. 

One cmbcxiimcnt of the plan has each telephone subscriber choose from among several charities for which to 
direct his penalty charges, just as subscribers can now choose whether to block anonymous calls from arriving 
at their home or business. 

In this embodiment, if the recipient pre$se.s a tone-code during the first minute of the call, the caller is assessed 

an ixTCvocable $2 charge by the phone company, which is subsequently directed to a charity designated by the 
recipient, Tlie call is disconnected and the caHer is reminded to avoid calling parties tliat are likely to invoke 
this privilege. 

The plan could be publicized in advance and^or may encompass a grace period in which callers would be 
warned about - but not assessed - the recipient generated charge. 

In the anti-spam embodiment, user adoption could be encoiu:aged by the incorporation of traditional fdtering or 
other enhancements ^at provide immediate relief from undesirable mailings. These mechanisnru would be less 
effective than a buc economic disincentive, and may result in the interception of desirable email from 
unrecognized senders, but the inclusion of such features would tacilitate user adoption. 


Precedent 

There has been discussion in the press about legislation or filters infringing on a caller or sender's right to free 
speech. In recent htigation involving America Online as defendant, the court has ruled that it is reasonable for 
a service provider to act as a gatekeeper for subscribers against undesired senders, if they act on the instruction 
or conscmt of customers, and that such gati;kccping docs not constitute an impediment to free speech 

The attached diagram refers to a telemarketing embodiment, but the mechanisms depicted therein apply to junk 
fax and imsolicrted email *spam\ 
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Re: Proyisibnal Patent Application Entitled: 

METHOD OF BLOCKING UNSOLICITED AND UNDESIRED TELEPHONE CALLS 
Our File No.: F051 3/7004 


Dear Phil: 

We have completed the preparation of your latest disclosure for filing as a provisional U.S. 
patent application. A copy is enclosed for your review and approval. Also enclosed are several 
formal documents which can be filed with this application. 

We have prepared a Power of Attorney by Inventor for the above-referenced provisional 
patent application. This will ensure that we will have access to the file when required. Please sign 
and date this document where indicated and return it to me for filing in the United States Patent and 
Trademark Office. 


We have also prepared a Declaration Claiming Small Entity Status for your signature as an 
independent inventor. If you fit the criteria stated, please sign and date the Declaration where 
indicated and return it to me for filing with the application. 

You may return the signed documents to me by fax, with the originals returned by mail. If 
you have any questions about any of these documents, please feel free to contact me. 


Direct line of writer: +1 617 573-7960 
E-mail address of writer: gengels0n@wg5law.com 
Privileged or highly confidential information 
should not be sent unencrypted via the Internet. 
Call for PCP public key. 


Cordially yours, 

WOLF, GREENFIELD & SACKS, P.C 
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METHOD OF BLOCKING U NSOLICITED AND UNDESIRED TELEPHONE 


CALLS 


Background of the Invention 

5 1. Field of the Invention 

The present invention relates to methods and apparatus for billing telephone system 
users. j^More particularly, the invention relates to surcharge billing methods and apparatus. 
Yet more particularly, the invention relates to methods and apparatus which use surcharge 
billing to discourage or block unsolicited and undesired telephone calls. 
10 2. Related Art 

In the case of unsolicited E-mail, some Internet service providers and portal sited 
. supporting E-mail service act "as gate keepers for their clients by offering to filter messages at 
their server based on content or sender information. Likewise, phone companies empower 
recipients to either screen or reject calls - either before or after the call is sent to the customer - 
15 based upon caller I.D, information or a lack thereof 

Currently, there exist mechanisms in the public switched telephone network to charge 
callers special fees in association with dialing certain phone numbers. Therefore, generally, 
when calling these numbers, the caller is consenting to pay for a service provided by a third 
party that will be billed for that third party. Most callers expect to be billed for fees beyond 
20 the cost of communication when they dial area code 900 or even in their own area code, when 
calling the 976 exchange. Such third party billing arrangements are viewed as a convenience 
to both the third party vendors and callers, alike. 

Current technology supports special caller charges, even when dialing a regular 
exchange in which only some numbers carry premium fees and only during certain hours. For 
25 example, in Colorado, a new cellular telephone plan which received regulatory approval in 
June 1999 allows a cellular phone subscriber to avoid service 'air time' charges for incoming 
calls. If a cellular phone. subscriber opts for this plan, callers to the cellular phone subscriber 
are warned that a call completion charge will be applied to their bill and how much the charge 
is, based upon the time he or she has called. 
30 All such billing arrangements are programmed into central office switching equipment 

using software programs. All calling party, called party, duration and third party billing 
information is collected by the billing software program. 

EXHIBIT C 


However, a persistent problem for modem telephone subscribers is unsolicited and 
undesired telephone calls. Telemarketers and others barrage subscribers with calls which 
waste subscribers' time, tie up valuable telephone resources and are difficult to get rid of. 
Some legislative efforts have been made to force telemarketers to abide by subscribers' no- 
call wishes. However, the legislation fails to cover all jurisdictions, is full of legal and 
technical loopholes and is frequently disregarded by unscrupulous telemarketers. 

Summary of the Invention 

Embodiments of the present invention meet various objectives and overcome various 
problems in the art as described below. Other problems and objectives met by the invention 
will be evident to those skilled in the art. 

According to one aspect of the invention, there is a method of blocking unsolicited and 
undesired telephone calls, comprising steps of receiving a telephone call from a caller, the 
telephone service provider delivering to the caller a message warning of a possibility of 
penalty charges; and the telephone service provider charging the caller the penalty charges, 
based upon a called-party initiated event. In a variation, the called party may signal a 
telephone service provider that the telephone call received should be blocked. 

According to another aspect of the invention, there is apparatus for blocking 
unsolicited and undesired telephone calls. The apparatus includes a central office billing 
system which records calling party and called party information for completed connections; a 
message sending unit, selectively connectable to the calling party, the message sending unit 
delivering a message warning of a possibility of penalty charges; and a signal-receiver 
connected to the central office billing system, which receives a called party initiated signal 
indicating penalty charges should be assessed 

Brief Description of th e Drawing s 

In the Figures, in which like reference designations indicate like elements; 
Fig. 1 is a flow diagram illustrating aspects of an embodiment of the inventive 
method; and 

Fig. 2 is a block diagram of aspects of an embodiment of the invention. 
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Detailed Description 
The invention may be better understood upon reading the following description of 
some embodiments thereof, in connection with the drawings. 

This invention may be embodied in a method for discouraging unsolicited marketing 
5 calls or undesirable calls of any nature to residential and/or business telephone subscribers. 
The recipient, or called party, in concert with his or her telephone service provider, acts as a 
gatekeeper in a unique new way. 

A method embodying aspects of the invention is illustrated in the flow diagram of Fig. 
1. In summary, a called party receives a call, step 101. The telephone service delivers a 
10 message to the calling party, step 103, warning that a penalty charge may apply to the call. 

The telephone service charges the calling party the penalty charge, step 105. Optionally, steps 
103 and/or 105 may be triggered by a signal from the called party to the telephone service, 
step 107. The penalty charge assessed in step 105 may be retained by the telephone service, 
applied to the called party's bill, forwarded to a charity designated by the called party or 
15 telephone service, shared among various recipients or otherwise disbursed. Finally, the signal 
generated in step 107 may be automatically produced by called party or telephone service 
equipment on an automatic basis responsive to calling party caller ID information presently 
supported by main telephone services. 

The telephone service billing system is programmed with software including a feature 
20 that enables the called party to generate the special charge to the caller, step 105, by signaling 
the billing system, step 107, for example by pressing a touch-tone code into his receiver. 
Other methods of signaling, even out-of-band signaling such as via the Internet are possible. 

The technique could also be used to discourage unsolicited fax calls, either by 
interrupting an incoming fax with the charge code (step 107) or by providing a signaling 
25 protocol by which the recipient can invoke the charge (steps 107, 105) after a call has ended. 

According to one embodiment, once invoked, a recorded message notifies the calling 
party to remove the called party from their calling list, or risk additional charges for each 
successive call to the called party (step 103). In the case of an incoming fax, the system could 
attempt to fax back a similar warning message (step 103). 
30 According to another embodiment, even if the service is not universally available, the 

calling party could be notified before connecting the call, that the called party has such 
privileges and may cause the calling party to incur special charges (step 103). 


-4- 

According to some embodiments of the invention, each telephone subscriber chooses 
from among several charities for which to direct his penalty charge (step 105). 

In one particularly preferred embodiment, if the called party presses a tone-code 
during the first minute of the call (step 107), the calling party is assessed an irrevocable $2 
5 charge by the phone company (step 105), which is subsequently directed to a charity 

designated by the called party. The call is disconnected and the calling party is reminded to 
avoid calling parties that are likely to invoke this privilege (step 103). 

The plan could be publicized in advance and/or may encompass a grace period in 
which callers would be warned about, but not assessed, the called party generated charge. 
10 Fig. 2 illustrates an embodiment of the invention in which a telephone service central 

office 200 has been modified to support the new functionality. A calling party 201 is 
connected to a called party 203 through a central office switch 205. A billing system 207 
monitors and tracks all such connections and their durations. The switch 205 can also pass an 
in-band or out-of-band signal from called party 203 to the billing system 207. Optionally, 
1 5 out-of-band signaling can occur through a completely independent channel, for example 

between a personal computer 209 and the billing system 207. Software program instructions 
in the billing system 207 direct a message sender 21 1 to convey to the calling party 201 a 
suitable message, while also noting any penalty charge to be assessed against calling party 
201. 

20 The present invention has now been described in connection with a number of specific 

embodiments thereof. However, numerous modifications which are contemplated as falling 
within the scope of the present invention should now be apparent to those skilled in the art. 
Therefore, it is intended that the scope of the present invention be limited only by the scope of 
the claims appended hereto. 

25 What is claimed is: 


CLAIMS 

1 . A method of blocking unsolicited and undesired telephone calls, comprising steps of: 
receiving a telephone call from a caller; 

the telephone service provider delivering to the caller a message warning of a 
possibility of penalty charges; and 

the telephone service provider charging the caller the penalty charges, based upon a 
called-party initiated event. 

2. The method of claim 1, further comprising: 

signaling a telephone service provider that the telephone call received should be 
blocked. 

3. Apparatus for blocking unsolicited and undesired telephone calls, comprising: 

a central office billing system which records calling party and called party information 
for completed connections; 

a message sending unit, selectively connectable to the calling party, the message 
sending unit delivering a message warning of a possibility of penalty charges; and 

a signal-receiver connected to the central office billing system, which receives a called 
party initiated signal indicating penalty charges should be assessed. 
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METHOD OF BLOCKING UNSOLICITED AND UNDESIRED TELEPHONE 

CALLS 

Bacl^rouad of the Invention 

L Field of the Invention 
5 The present invention relates to methods and apparatus for billing telephone 

system users. More particularly, the invention relates to surcharge billing methods and 
apparatus. Yet more particularly, the invention relates to methods and apparatus which 
use surcharge billing to discourage or block unsolicited and undesired telephone calls. 
2. Related Art 

10 In the case of unsolicited E-mail, some Internet service providers and portal sites 

supporting E-mail service act as gate keepers for their clients by offering to filter 
messages at their server based on content or sender information. Likewise, phone 
companies empower recipients to either screen or reject calls - either before or after the 
call is sent to the customer - based upon caller I.D. information or a lack thereof 

1 5 Currently, there exist mechanisms in the public switched telephone network to 

charge callers special fees in association with dialing certain phone numbers. Therefore, 
generally, when calling these numbers, the caller is consenting to pay for a service 
provided by a third party that will be billed for that third party. Most callers expect to be 
billed for fees beyond the cost of communication when they dial area code 900 or even 

20 in their own area code, when calling the 976 exchange. Such third party billing 

arrangements are viewed as a convenience to both the third party vendors and callers, 
alike. 

Current technology supports special caller charges, even when dialing a regular 
exchange in which only some numbers carry premium fees and only during certain 

25 hours. For example, in Colorado, a new cellular telephone plan which received 

regulatory approval in June 1999 allows a cellular phone subscriber to avoid service 'air 
time' charges for incoming calls. If a cellular phone subscriber opts for this plan, callers 
to the cellular phone subscriber are warned that a call completion charge will be applied 
to their bill and how much the charge will be. 

30 All such billing arrangements are conventionally programmed into central office 

switching equipment using software programs and sent between recipient and origination 
switching offices using various forms of interoffice signaling. All calling party, called 
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party, duration and third party billing information is collected by the billing software 
program. 

However, a persistent problem for modem telephone subscribers is unsolicited 
and undesired telephone calls. Telemarketers and others barrage subscribers with calls 
5 which waste subscribers' time, tie up valuable telephone resources and are difficult to get 
rid of. Some legislative efforts have been made to force telemarketers to abide by 
subscribers' norcall wishes. However, the legislation fails to cover all jurisdictions, is 
full of legal and technical loopholes and is frequently disregarded by unscrupulous 
telemarketers. Furthermore, such methods require action by the party who wishes to 
10 avoid calls and also results in the disclosure of phone numbers which inherently makes 
them less private. 

Summary of the Inventioii 

Embodiments of the present invention meet various objectives and overcome 

1 5 various problems in the art as described below. Other problems and objectives met by 
the invention will be evident to those skilled in the art. 

According to one aspect of the invention, there is a method of blocking 
unsolicited and imdesired telephone calls, comprising steps of receiving a telephone call 
from a caller, the telephone service provider delivering to the caller a message warning 

20 of a possibility of penalty charges before the call set-up is completed; and the telephone 
service provider charging the caller the penalty charges, based upon a called-party 
initiated event. In a variation, the called party may signal a telephone service provider 
that the telephone call should be blocked. 

According to another aspect of the invention, there is apparatus for blocking 

25 unsolicited and undesired telephone calls. The apparatus includes a central office billing 
system which records callmg party and called party information for completed 
connections; a message sending unit, selectively connectable to the calling party, the 
message sending unit delivering a message warning of a possibility of penalty charges; 
and a signal-receiver connected to the central office billing system, which receives a 

30 called party initiated signal indicating penalty charges should be assessed. All of these 
interoffice messages are intended to fit within the framework of existing inter-LATA 
signaling systems, or alternatively could be embodied by new software and equipment 
upgrades. 
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Brief Description of the Drawings 

In the Figures, in which like reference designations indicate like elements; . 
Fig. 1 is a flow diagram illustrating aspects of an embodiment of the inventive 
5 method; 

Fig. 2 is a block diagram of aspects of an embodiment of the invention; and 
Fig. 3 is a block diagram of aspects of another embodiment of the invention. 

Detailed Description 

The invention may be better understood upon reading the following description 

10 of some embodiments thereof, in connection with the drawings. 

This invention may be embodied in a method for discouraging unsolicited 
marketing calls or imdesirable calls of any nature to residential and/or business telephone 
subscribers. The recipient, or called party, in concert with his or her telephone service 
provider, acts as a gatekeeper in a unique new way. 

15 A method embodying aspects of the invention is illustrated in the flow diagram of 

Fig. 1. In summary, a called party receives a call, step 101. The telephone service 
delivers a message to the calling party, step 103, warning that a penalty charge may 
apply to the call. The telephone service charges the calling party the penalty charge, step 
105. Optionally, steps 103 and/or 105 may be triggered by a signal from the called party 

20 to the telephone service, step 107. The penalty charge assessed in step 105 may be 

retained by the telephone service, applied to the called party's bill, forwarded to a charity 
designated by the called party or telephone service, shared among various recipients or 
otherwise disbursed. Finally, the signal generated in step 107 may be automatically 
produced by called party or telephone service equipment on an automatic basis 

25 responsive to calling party caller ID information presently supported by main telephone 
services. 

The telephone service billing system is programmed with software including a 
feature that enables the called party to generate the special charge to the caller, step 105, 
by signaling the billing system, step 107, for example by pressing a touch-tone code into 
30 his receiver. Other methods of signaling, even out-of-band signaling such as via the 
Internet are possible. 


-4- 

The technique could also be used to discourage unsolicited fax calls, either by 
interrupting an incoming fax with the charge code (step 107) or by providing a signaling 
protocol by which the recipient can invoke the charge (steps 107, 105) after a call has 
ended. 

5 According to one embodiment, once invoked, a recorded message notifies the 

calling party to remove the called party from their calling list, or risk additional charges 
for each successive call to the called party (step 103). In the case of an incoming fax, the 
system could attempt to fax back a similar warning message (step 103). 

According to another embodiment, even if the service is not universally 
10 available, the calling party could be notified before connecting the call, that the called 
party has such privileges and may cause the calling party to incur special charges (step 
103). 

According to some embodiments of the invention, each telephone subscriber 
. chooses from among several charities for which to direct his penalty charge (step 105). 

15 In one particularly preferred embodiment, if the called party presses a tone-code 

during the first minute of the call (step 107), the calling party is assessed an irrevocable 
$2 charge by the phone company (step 105), which is subsequently directed to a charity 
designated by the called party. The call is disconnected and the calling party is reminded 
to avoid calling parties that are likely to invoke this privilege (step 103). 

20 The plan could be publicized in advance and/or may encompass a grace period in 

which callers would be warned about, but not assessed, the called party generated 
charge, or a certain number of "grace calls" to a given phone number even during the 
period of full implementation. 

Fig. 2 illustrates an embodiment of the invention in which a telephone service 

25 central office 200 has been modified to support the new fimctionality. A calling party 
201 is connected to a called party 203 through a central office switch 205. A billing 
system 207 monitors and tracks all such connections and their durations. The switch 205 
can also pass an in-band or out-of-band signal from called party 203 to the billing system 
207. Optionally, out-of-band signaling can occur through a completely independent 

30 channel, for example between a personal computer 209 and the billing system 207. 

Software program instructions in the billing system 207 direct a message sender 21 1 to 
convey to the calling party 201 a suitable message, while also noting any penalty charge 
to be assessed against calling party 201 . 
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Another embodiment of the invention is shown in the diagram in Fig. 3. 

In step 301 , a calling party initiates a call setup by dialing a recipient phone 
number. In step 303, the central office to which the calling party is connected checks a 
database 304 for recipient-driven charges or begins to set up the call with a remote 
5 central office serving the recipient. In that case, the central office serving the recipient 
advises the central office to which the calling party is connected of the fee type to be 
imposed, at step 305. Next, in step 307, the local central office advises the calling party 
of any recipient-driven charges to be imposed. The caller can then, in step 309, either 
authorize the charge (and continue the call) or reject the charge (by hanging up). If the 
1 0 calling party hangs up, no special charges apply, step 311. If the calling party authorizes 
the charge, the call setup is completed at step 313. The recipient then answers, at step 
315, and indicates whether the call is desired. If desired, then no special charges apply, 
step 317. If undesired, then a penalty message is delivered to the calling party, a charge 
is applied to the calling party's bill, and optionally the calling party is added to a block 
1 5 call list corresponding to the recipient, step 319. 

The present invention has now been described in connection with a number of 
specific embodiments thereof. However, numerous modifications which are 
contemplated as falling within the scope of the present invention should now be apparent 
to those skilled in the art. Therefore, it is intended that the scope of the present invention 
20 be limited only by the scope of the claims appended hereto. 

What is claimed is: 
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CLAIMS 

1 . A method of blocking unsolicited and imdesired telephone calls, comprising steps 
of: 

receiving a telephone call from a caller; 
5 the telephone service provider delivering to the caller a message warning of a 

possibility of penalty charges; and 

the telephone service provider charging the caller the penalty charges, based upon 
a called-party initiated event. 

2. The method of claim 1 , further comprising: 

10 signaling a telephone service provider that the telephone call received should be 

blocked. 

3. Apparatus for blocking unsolicited and undesired telephone calls, comprising: 
a central office billing system which records calling party and called party 

information for completed connections; 
1 S a message sending imit, selectively connectable to the calling party, the message 

sending imit delivering a message warning of a possibility of penalty charges; and 

a signal-receiver connected to the central office billing system, which receives a 
called party initiated signal indicating penalty charges should be assessed. 
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ABSTRACT 

A method and apparatus to discourage unsolicited and undesired telephone calls 
by selectively assessing a penalty charge against calling parties. The penalty charge may 
be assessed at the direction of the called party. 
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Requiring or Embedding Evidence of Sender Liability within 
Messages Can Deter Undesirable Calls, Fax, and Email 
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In the case of unsolicited e-mail, son» internet service providers act as gate keepers for their clients by offering 
to filter messages at their server based on content or sender infonnatzon. Likewise, phone companies empower 
recipients to either screen or reject calls - eitlier before or after the call is sent to the customer - based upon 
caller I.D. information or a lack thereof. 

Currently, there exist mechanisms in the public switched telephone network to charge callers special fees in 
assocKition widi dialing certain phone numbers* Most callers expect to be billed for fees beyond the cost of 
communication when they dial area code 900 or even in their own area code, when calling the 976. Generally, 
when calling these numbers, the caller is consenting to pay for a sen ice that will be billed vd± their monthly 
telephone charges. 

Current technology supports special caller charges, cict when dialing a regula r exchange in which only some 
numbers carry premium fees and only during certain hours. In Colorado* proposal from a wireless telephony 
provider would allow subscribers to avoid service ^air time' charges for incoming calls by charging (and 
infbnniiig) the caller at the time of connection. Even though the phone exchange is indistinguishable from 
ordinaiy phone numbers, callers to ccUubr subscribers who opt for the plan would be warned of the call 
completion charge, which accrues by consent, if the caller waits for the connection to contplcte. 

The Tnvention 

a) As a telemarketing ^filter* 

This invention is a method for discouraging unsoUcited marketing calls or undesirable caUs of any nature to 
residential and^or bi^'iiness telephone subscnberf;. The recipient in concert with his or her telephone service 
provider acts as a gatekeeper in a unique new way. . . 

It is proposed that the telephone service be equipped with a feature that enables a call recipient to generate a 
special charge to the caller by pressing a touch-tone code into his receiver, or by any oihcr me^od of 
signaling; even out-of-ban4 signaling, 5uch a$ via the internet 

h) As junk fax 'filter* 

The technique could also be used to discourage unsolicited fax calls, cither by interrupting an incoming fax 
with the charge code or by allowing the recipient to invoke the charge after a call has ended. 

c) As a mechanism for dealing with email 'spam ' 

The technique could be used to discourage or block internet email from any unrecognized address (or other 
exclusionary criteria), unless the sending party has embedded or agrees to embed a signed digital token that 
coniarms the existence of a cash liability or other meaningful penalty. That is, messages that contains a digital 
bond (signed or a recognized party or otherwise verifiable), and therefore prove that the sender has sufficient 
money on deposit or otherwise has demonstrated credible risk, will be allowed into the protected recipients in 
box, because even thought the sender may be a stranger and the message may be commercial, the recipient 
accepts the principle that email messages bonded m this manner are unlikely to be deemed irritating, irrelevant 


Benefits of the technique compared to jimk email filters (the current art) 

The technique of requiring senders to accept risk for the privilege of pushing mail to protected addresses (at 
least for individuals who do not recognize an aspect of their persona such as the 'Sent From* address), has 
advantages over traditional email filtering: 


or harassing. 
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a) Filters require ongoing maintenance and research to counter the simultaneous learning curve of unscru- 
pulous senders. They result in a technical **cat-and-niouse ganse** between the sender and the iilter designer. 

b) For the same reason, (bey axe likely to intercept messages that the recipient would find desirable. 


d) Centralized or pre-configured heurisdc rules constitute a form of community censorship. What is desirable 
m file eyes of one recipient may be junk mail in the eyes of another. 

e) Even if every email recipients needs and preferences were the same, the nature of automating a decision 
process based on heuristics further increases the likelihood of error. For example, the word 'sex' may indi« 
catc the presence of pornography within a message, but it may also be used to denote gender The routing 
of mail through Europe - even through it originated in the next town - may be indicative of bulk mail or 
deception, but it could also be due to nctwoik congestion or problems \^Tth regional routing equipment. 

f) In addition to protecting addressees from undesirable mailings, the presence of a digital bond within email 
flrom strangers conveys benefit upon organizations that send large quantities of "legitimate" email or 
automated mailings such as newsletters, order confirmations, and even well targeted commercial solicita- 
tions. By enabling the bond to be freely tested and thus the liability confiizned at any stage of transmission 
and delivery, the bond can be used to 'waive' messages past traditional junk-email filters. For exanylc, this 
would allow an email provider to lessen the chance of intercepting a desirable message, &crcby providing 
better service to the recipient. 


AnciParv rTclemarketing Venues 

a) Once invoked, the caller would be notified by recorded message to remove the customer from their calling 
list - or risk additional charges for each successive call to the customer. 

b) If the service is not universally available, the caller could notified before connecting the call, that the 
recipient has such privilege and may cause the caller to incur special charges. 

One embodiment of the plan has each telephone subscriber choose from among several chaiities for which to 
direct his penalty charges, just as subscribers can now choose wtether to block anonymous calls frotn arrivmg 
at their home or busine.ss. 

In this embodiment, if the recipient presses a tone-code during the first minute of the call, die caller is assessed 

an irrevocable $2 charge by the phone company, which is subsequently directed to a charity designated by the 
recipient. The call is disconnected and the caller is reminded to avoid calling parties that are likely to invoke 
this privilege. 

The plan could be publicized in advance and^or may encompass a grace period in which callcni would be 
warned about - but not assessed < the recipient generated charge. 

In the anti-spam embodiment, user adoption could be encouraged by the incorporation of traditional filtering or 
other enhancements ^at provide immediate relief from undesirable mailings. These mechanism.*: would be less 
effective than a true economic disincentive^ and may result in the interception of desimblc email from 
unrecognized senders, but the inclusion of such features would facilitate user adoption. 


Precedent 

There has been discussion in the press about legislation or filters infringing on a caller or sender* s right to firee 
speech. In rLxcnt litigation involving America OnUnc as defendant^ the court has ruled that it is reasonable for 
a service provider to act as a gatekeeper for suhfjcribers against undesired senders, if they act on the instruction 
or consent of customers, and that such gatekeeping docs not constitute an impediment to free spcecL 

The attached diagram refers to a telemarketing embodiment, but the mcchanisiDS depicted therein apply to junk 
fax and unsolicited email *spam\ 
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Dear Phil: 

We have completed the preparation of your latest disclosure for filing as a provisional U.S. 
patent application. A copy is enclosed for your review and approval. Also enclosed are several 
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Trademark Office. 
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METHOD OF BLOCKING UNSOLICITED AND UNDESTRED TEf EPHONF 

CALLS 


Background of the Invention 

1. Field of the Invention 

The present invention relates to methods and apparatus for billing telephone system 
users. More particularly, the invention relates to surcharge billing methods and apparatus. 
Yet more particularly, the invention relates to methods and apparatus which use surcharge 
billing to discourage or block unsolicited and undesired telephone calls. 

2. Re lated An 

In the case of unsolicited E-mail, some Internet service providers and portal sited 
supporting E-mail service act as gate keepers for their clients by offering to filter messages at 
their server based on content or sender information. Likewise, phone companies empower 
recipients to either screen or reject calls - either before or after the call is sent to the customer - 
based upon caller I.D. information or a lack thereof 

Currently, there exist mechanisms in the public switched telephone network to charge 
callers special fees in association with dialing certain phone numbers. Therefore, generally, 
when calling these numbers, the caller is consenting to pay for a service provided by a third 
party that will be billed for that third party. Most callers expect to be billed for fees beyond 
the cost of communication when they dial area code 900 or even in their own area code, when 
calling the 976 exchange. Such third party billing arrangements are viewed as a convenience 
to both the third party vendors and callers, alike. 

Current technology supports special caller charges, even when dialing a regular 
exchange in which only some numbers carry premium fees and only during certain hours. For 
example, in Colorado, a new cellular telephone plan which received regulatory approval in 
June 1999 allows a cellular phone subscriber to avoid service *air time' charges for incoming 
calls. If a cellular phone subscriber opts for this plan, callers to the cellular phone subscriber 
are warned that a call completion charge will be applied to their bill and how much the charge 
is, based upon the time he or she has called. 

All such billing arrangements are programmed into central office switching equipment 
using software programs. All calling party, called party, duration and third party billing 
information is collected by the billing software program. 


EXHIBIT C 
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However, a persistent problem for modem telephone subscribers is unsolicited and 
undesired telephone calls. Telemarketers and others barrage subscribers with calls which 
waste subscribers' time, tie up valuable telephone resources and are difficult to get rid of. 
Some legislative efforts have been made to force telemarketers to abide by subscribers' no- 
5 call wishes. However, the legislation fails to cover all jurisdictions, is full of legal and 
technical loopholes and is frequently disregarded by unscrupulous telemarketers. 

Summary of the Invention 

Embodiments of the present invention meet various objectives and overcome various 
10 problems in.the art as described below. Other problems and objectives met by the invention 
will be evident to those skiljed in the art. 

According to one aspect of the invention, there is a method of blocking unsolicited and 
undesired telephone calls, comprising steps of receiving a telephone call from a caller, the 
telephone service provider delivering to the caller a message warning of a possibility of 
15 penalty charges; and the telephone service provider charging the caller the penalty charges, 
based upon a called-party initiated event. In a variation, the called party may signal a 
telephone service provider that the telephone call received should be blocked. 

According to another aspect of the invention, there is apparatus for blocking 
unsolicited and undesired telephone calls. The apparatus includes a central office billing 
20 system which records calling party and called party information for completed connections; a 
message sending unit, selectively connectable to the calling party, the message sending unit 
delivering a message warning of a possibility of penalty charges; and a signal-receiver 
connected to the central office billing system, which receives a called party initiated signal 
indicating penalty charges should be assessed 

25 

Brief Description of the Drawings 

In the Figures, in which like reference designations indicate like elements; 
Fig. 1 is a flow diagram illustrating aspects of an embodiment of the inventive 
method; and 

30 Fig. 2 is a block diagram of aspects of an embodiment of the invention. 
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Pgt^U?d Description 

The invention may be better understood upon reading the following description of 
some embodiments thereof, in connection with the drawings. 

This invention may be embodied in a method for discouraging unsolicited marketing 
5 calls or undesirable calls of any nature to residential and/or business telephone subscribers. 
The recipient, or called party, in concert with his or her telephone service provider, acts as a 
gatekeeper in a unique new way. 

A method embodying aspects of the invention is illustrated in the flow diagram of Fig. 
1 . In summary, a called party receives a call, step 101 . The telephone service delivers a 
10 message to the calling party, step 103, warning that a penalty charge may apply to the call. 

The telephone service charges the calling party the penalty charge, step 105. Optionally, steps 
103 and/or 105 may be triggered by a signal from the called party to the telephone service, 
step 107. The penalty charge assessed in step 105 may be retained by the telephone service, 
applied to the called party's bill, forwarded to a charity designated by the called party or 
15 telephone service, shared among various recipients or otherwise disbursed. Finally, the signal 
generated in step 107 may be automatically produced by called party or telephone service 
equipment on an automatic basis responsive to calling party caller ID information presently 
supported by main telephone services. 

The telephone service billing system is programmed with software including a feature 
20 that enables the called party to generate the special charge to the caller, step 105, by signaling 
the billing system, step 107, for example by pressing a touch-tone code into his receiver. 
Other methods of signaling, even out-of-band signaling such as via the Internet are possible. 

The technique could also be used to discourage unsolicited fax calls, either by 
interrupting an incoming fax with the charge code (step 107) or by providing a signaling 
25 protocol by which the recipient can invoke the charge (steps 107, 105) after a call has ended. 

According to one embodiment, once invoked, a recorded message notifies the calling 
party to remove the called party from their calling list, or risk additional charges for each 
successive call to the called party (step 103). In the case of an incoming fax, the system could 
attempt to fax back a similar warning message (step 1 03). 
30 According to another embodiment, even if the service is not universally available, the 

calling party could be notified before connecting the call, that the called party has such 
privileges and may cause the calling party to incur special charges (step 103). 


According to some embodiments of the invention, each telephone subscriber chooses 
from among several charities for which to direct his penalty charge (step 105). 

In one particularly preferred embodiment, if the called party presses a tone-code 
during the first minute of the call (step 107), the calling party is assessed an irrevocable $2 
charge by the phone company (step 105), which is subsequently directed to a charity 
designated by the called party. The call is disconnected and the calling party is reminded to 
avoid calling parties that are likely to invoke this privilege (step 103). 

The plan could be publicized in advance and/or may encompass a grace period in 
which callers would be warned about, but not assessed, the called party generated charge. 

Fig. 2 illustrates an embodiment of the invention in which a telephone service central 
office 200 has been modified to support the new functionality. A calling party 201 is 
connected to a called party 203 through a central office switch 205. A billing system 207 
monitors and tracks all such connections and their durations. The switch 205 can also pass an 
in-band or out-of-band signal from called party 203 to the billing system 207. Optionally, 
out-of-band signaling can occur through a completely independent channel, for example 
between a personal computer 209 and the billing system 207. Software program instructions 
in the billing system 207 direct a message sender 21 1 to convey to the calling party 201 a 
suitable message, while also noting any penalty charge to be assessed against calling party 
201. 

The present invention has now been described in connection with a number of specific 
embodiments thereof However, numerous modifications which are contemplated as falling 
within the scope of the present invention should now be apparent to those skilled in the art. 
Therefore, it is intended that the scope of the present invention be limited only by the scope of 
the claims appended hereto. 

What is claimed is: 
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CLAIMS 

1 . A method of blocking unsolicited and undesired telephone calls, comprising steps of: 
receiving a telephone call from a caller; 

the telephone service provider delivering to the caller a message warning of a 
5 possibility of penalty charges; and 

the telephone service provider charging the caller the penalty charges, based upon a 
called-party initiated event. 

2. The method of claim 1, further comprising: 

10 signaling a telephone service provider that the telephone call received should be 

blocked. 

3. Apparatus for blocking unsolicited and undesired telephone calls, comprising: 

a central office billing system which records calling party and called party information 
15 for completed connections; 

a message sending unit, selectively connectable to the calling party, the message 
sending unit delivering a message warning of a possibility of penalty charges; and 

a signal-receiver connected to the central office billing system, which receives a called 
party initiated signal indicating penalty charges should be assessed. 
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ABSTRACT 

A method and apparatus to discourage unsolicited and undesired telephone calls by 
selectively assessing a penalty charge against calling parties. The penalty charge may be 
assessed at the direction of the called party. 
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U.S. Serial No.: Not yet assigned' 

Address all telephone calls to Gary S. Engelson at telephone no. (617) 720-3500. Address 
all correspondence to: 

Gary S. Engelson 
c/o Wolf, Greenfield & Sacks, P.C., 
Federal Reserve Plaza 

600 Atlantic Avenue 
Boston, MA 02210-2211 

Please use Attorney's Docket Number F051 3/7004 on all future correspondence in 
connection with this application. 


Date: 

Philip Raymond 


45 Chase Road 
Marlboro. MA 01752 
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For: METHOD OF BLOCKING UNSOLICTED AND UNDESIRED TELEPHONE CALLS 


DECLARATION CLAIMING SMALL ENTITY STATUS 
(INDEPENDENT INVENTOR) 

As a below named inventor, I hereby declare that I qualify as an independent inventor as 
defined in 37 CFR 1 .9(c) for purposes of paying reduced fees under section 41 (a) and (b) of 
Title 35, United States Code, to the Patent and Trademark Office with regard to the invention 
entitled METHOD OF BLOCKING UNSOLICTED AND UNDESIRED TELEPHONE CALLS described 
described in the specification filed herewith. 

I have not assigned, granted, conveyed or licensed and am under no obligation under contract 
or law to assign, grant, convey or license, any rights in the invention to any person who would 
not be classified as an independent inventor under 37 CFR 1.9(c) if that person had made the 
invention, or to any concern which would not qualify as a small business concern under 37 CFR 
1 .9(d) or a nonprofit organization under 37 CFR 1 .9(e). 

Each person, concern or organization to which I have assigned, granted, conveyed, or licensed 
or am under an obligation under contract or law to assign, grant, convey, or license any rights 
in the invention is listed below: 

[X] no such person, concern, or organization 

[ ] persons, concerns or organizations listed below* 

*NOTE: Separate verified statements are required from each named person, concern or 
organization having rights to the invention averring to their status as small entities. (37 
CFR 1.27) 


I acknowledge the duty to file, in this application or patent, notification of any change in status 
resulting in loss of entitlement to small entity status pripr to paying, or at the time of paying, 
the earliest of the issue fee or any maintenance fee due after the date on which status as a 
small entity is no longer appropriate. (37 CFR 1 .28(b)) 

I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 


statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code, and that such willful false statements may jeopardize the validity of the 
application, any patent issuing thereon, or any patent to which this verified statement is 
directed. 

Philip Raymond 


NAME OF INVENTOR 
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AND UNDESIRED TELEPHONE CALLS 
Our Referenc e No.: FQ51 3/7004 

Dear Phil: 


Enclosed is the above patent application in final form for your signature. 

In order to be certain that the written description and drawings are correct, they 
should be carefully reviewed by you. If minor revisions must be made to the written 
description, they can be made on the copy in ink, but each revision must be initialed and 
dated by you in the margin. If major changes need to be made in the description or any 
changes must be made in the drawings, please call me. 

If the written description and drawings are complete and correct, you should sign 
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is important that all stated conditions are met. If there are any questions regarding the 
Declaration, please call me. 

We have already obtained from you an executed declaration claiming "small entity" 
status for reduced government filing fees. Small entity status applies to owners of patent 
applications vyho are individuals, corporations with less than 500 employees and non- 
profits, who are under no obligation to assign other than to another small entity. Small 
entity status can be lost by growing beyond 500 employees, by being acquired by such a 
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check with us in the future regarding any changes in ownership or licensing with respect to 


274909.1 


EXHIBIT F 


iTI'r 


•■1 ~/ 


uoi-Fy greenfSei?^ s sacks p«.c, 

' 1-450 


Mr. Philip Raymond 
43 Chase Road 
Marlboro, MA 01752 


•J . ) 



SENDER'S REFERENCE 
NAHEGarxJ.i_^aelson.. tmfo., PQ.5J,3/7QQ4 
_X.J>-1 N-l P-2 _|--SAT DEL. IMTERHATIONAL 


9/9/99 


0\ 


('~ i 


D i 


J 


1 




Mr. Philip Raymond 
September 9, 1 999 
Page 2 

this application. If there is any question or uncertainty as to the proper entity status for this 
application, please contact me. 

After the Declaration has been executed (signed and dated), please return all of the 
documents to me for filing in the Patent and Trademark Office. I will provide you with 
copies for your files after the papers have been filed. 

If there are any questions concerning this application, please do not hesitate to 
contact me. 

Direct line of writer: +1 617 573-7960 Very truly yOUrS, 

E-mail address of writer: gengeIson@wgslaw.com 


Privileged or highly confidential information should 
not be sent unencrypted via the Internet. Call for 
PGP public key. 


WOLF, GREENFIELD & SACKS, P.C 



Gary S. Engelson 


GSE/plm 
Enclosures 


274909.1 


o 


Q 


Attorney Docket No. F05 13/7004 

DECLARATION FOR PATENT APPLICATION 

As a below named inventor, I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name. 

I believe I am the original, first and sole inventor {if only one name is listed below) or an 
original, first and joint inventor (if plural names are listed below) of the subject matter which 
is claimed and for which a patent is sought on the invention entitled 

METHOD OF BLOCKING UNSOLICITED AND UNDESIRED TELEPHONE CALLS 

the specification of which is attached hereto. 

I hereby state that I have reviewed and understand the contents of the above identified 
specification, including the claims, as amended by any amendment referred to above. 

I acknowledge the duty to disclose information which is material to the examination of this 
application in accordance with Title 37, Code of Federal Regulations, §1.56. 

I hereby appoint the following attorney (s) and/or agent (s) to prosecute this application and to 
transact all business in the Patent and Trademark Office connected therewith: 


David Wolf 17, 52 8 

George L. Greenfield 17,756 

Stanley Sacks 19,900 

Edward F. Perlman 28,105 

Lawrence M. Green 2 9,3 84 

Steven J. Henry 27,900 

Therese A. Hendricks 3 0,389 

Edward R. Gates 31,616 

William R. McClellan 29,409 

Ronald J. Kransdorf 20,004 

M. Lawrence Oliver io 30,915 

Jason M. Honeyman 31,624 

James H. Morris 34,681 

Peter C. Lando 34,654 

Gary S. Engelson 35,128 


Peter J. Gordon 3 5,164 

Randy J. Pritzker 35,986 

Richard F. Giunta 36,14 9 

Douglas R. Wolf 36,971 

Elizabeth R. Plumer 36,637 

Timothy J. Oyer 36,628 

John N. Anastasi 37,765 

Helen C. Lockhart 39,248 

James M. Hanifin,Jr. 39,213 

Christopher S. Schultz 37,929 

Paul D. Sorkin 39,039 

John R. Van Amsterdam 40,212 

Matthew B. Lowrie 38,228 

Michael G. Verga 39,410 

Robert E. Rigby, Jr. 36,904 


Robert A. Skrivanek, Jr . 
Robert M. Abrahamsen 
Ivan D. Zitkovsky 
Michele J. Young 
Edward J. Russavage 
Alan B. Sherr 
John C, Gorecki 
William G. Gosz 
Neil P. Ferraro 
Julie A. Beberman 
Lisa E. Winsor 
Robert Plotkin 
Joseph Teja Jr. p 
Alan w. Steele p 
Jeffrey B. Powers P 


41, 316 
40, 886 
37, 482 
43,299 
43,069 
42,147 
38,471 
27,787 
39, 188 
40,906 
44,405 
43, 861 
■45,157 
■45,128 
■45, 021 


Address all telephone calls to Gary S. Engelson at telephone no. 
correspondence to * 


(617) 720-3500. Address all 


Gary S . Engelson 
c/o Wolf, Greenfield & Sacks, P.O., 
Federal Reserve Plaza 

600 Atlantic Avenue 
Boston, MA 02210-2211 

I hereby declare that all statements made herein of my own knowledge are true and that all statements 
made on information and belief are believed to be true; and further that these statements were made 
with the knowledge that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such willful 
false statements may jeopardize the validity of the application or any patent issued thereon. 


Inventor ' s signature Date 
Full name of sole or first inventor Philip Raymond 
Citizenship United States of America 

Residence (City and State, or City and Country for non-U. S. residence) 

Marlboro, Massachusetts 
Post Office Address 43 Chase Road, Marlboro, MA 01752 


Page 1 of 1 


-1- 

METHOD OF BLOCKING UNSOLICITED AND UNDESIRED TELEPHONE 

CALLS 

Background of the Invention 

1. Field of the Invention 

5 The present invention relates to methods and apparatus for billing telephone 

system users. More particularly, the invention relates to surcharge billing methods and 
apparatus. Yet more particularly, the invention relates to methods and apparatus which 
use surcharge billing to discourage or block unsolicited and undesired telephone calls. 

2. Related Art 

10 In the case of unsolicited E-mail, some Internet service providers and portal sites 

supporting E-mail service act as gate keepers for their clients by offering to filter 
messages at their server based on content or sender information. Likevwse, phone 
companies empower recipients to either screen or reject calls - either before or after the 
call is sent to the customer - based upon caller I.D. information or a lack thereof. 

1 5 Currently, there exist mechanisms in the public switched telephone network to 

charge callers special fees in association with dialing certain phone numbers. Therefore, 
generally, when calling these numbers, the caller is consenting to pay for a service 
provided by a third party that will be billed for that third party. Most callers expect to be 
billed for fees beyond the cost of communication when they dial area code 900 or even 

20 in their own area code, when calling the 976 exchange. Such third party billing 

arrangements are viewed as a convenience to both the third party vendors and callers, 
alike. 

Current technology supports special caller charges, even when dialing a regular 
exchange in which only some numbers carry premium fees and only during certain 

25 hours. For example, in Colorado, a new cellular telephone plan which received 

regulatory approval in Jxme 1999 allows a cellular phone subscriber to avoid service 'air 
time' charges for incoming calls. If a cellular phone subscriber opts for this plan, callers 
to the cellular phone subscriber are warned that a call completion charge will be applied 
to their bill and how much the charge will be. 

30 All such billing arrangements are conventionally programmed into central office 

switching equipment using software programs and sent between recipient and origination 
switching offices using various forms of interoffice signaling. All calling party, called 
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party, duration and third party billing information is collected by the billing software 
program. 

However, a persistent problem for modem telephone subscribers is unsolicited 
and undesired telephone calls. Telemarketers and others barrage subscribers with calls 
5 which waste subscribers' time, tie up valuable telephone resources and are difficult to get 
rid of Some legislative efforts have been made to force teleiharketers to abide by 
subscribers' no-call wishes. However, the legislation fails to cover all jurisdictions, is 
full of legal and technical loopholes and is frequently disregarded by unscrupulous 
telemarketers. Furthermore, such methods require action by the party who wishes to 
10 avoid calls and also results in the disclosure of phone numbers which inherently makes 
theni less private. 

Summary of the Invention 

Embodiments of the present invention meet various objectives and overcome 

1 5 various problems in the art as described below. Other problems and objectives met by 
the invention will be evident to those skilled in the art. 

According to one aspect of the invention, there is a method of blocking 
unsolicited and undesired telephone calls, comprising steps of receiving a telephone call 
from a caller, the telephone service provider delivering to the caller a message warning 

20 of a possibility of penalty charges before the call set-up is completed; and the telephone 
service provider charging the caller the penalty charges, based upon a called-party 
initiated event. In a variation, the called party may signal a telephone service provider 
that the telephone call should be blocked. 

According to another aspect of the invention, there is apparatus for blocking 

25 unsolicited and undesired telephone calls. The apparatus includes a central office billing 
system which records calling party and called party information for completed 
coimections; a message sending unit, selectively connectable to the calling party, the 
message sending unit delivering a message warning of a possibility of penalty charges; 
and a signal-receiver connected to the central office billing system, which receives a 

30 called party initiated signal indicating penalty charges should be assessed. All of these 
interoffice messages are intended to fit within the framework of existing inter-LATA 
signaling systems, or alternatively could be embodied by new software and equipment 
upgrades. 
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Brief Description of the Drawings 

In the Figures, in which like reference designations indicate like elements; 
Fig. 1 is a flow diagram illustrating aspects of an embodiment of the inventive 
5 method; 

Fig. 2 is a block diagram of aspects of an embodiment of the invention; and 

Fig. 3 is a block diagram of aspects of another embodiment of the invention. 

DetaUed Description 
The invention may be better understood upon reading the following description 

10 of some embodiments thereof, in connection with the drawings. 

This invention may be embodied in a method for discouraging imsolicited 
marketing calls or undesirable calls of any nature to residential and/or business telephone 
subscribers. The recipient, or called party, in concert with his or her telephone service 
provider, acts as a gatekeeper in a imique new way. 

15 A method embodying aspects of the invention is illustrated in the flow diagram of 

Fig. 1. In summary, a called party receives a call, step 101. The telephone service 
delivers a message to the calling party, step 103, warning that a penalty charge may 
apply to the call. The telephone service charges the calling party the penalty charge, step 
105. Optionally, steps 103 and/or 105 may be triggered by a signal from the called party 

20 to the telephone service, step 107. The penalty charge assessed in step 105 may be 

retained by the telephone service, applied to the called party's bill, forwarded to a charity 
designated by the called party or telephone service, shared among various recipients or 
otherwise disbursed. Finally, the signal generated in step 107 may be automatically 
produced by called party or telephone service equipment on an automatic basis 

25 responsive to calling party caller ID information presently supported by main telephone 
services. 

The telephone service billing system is programmed with software including a 
feature that enables the called party to generate the special charge to the caller, step 105, 
by signaling the billing system, step 107, for example by pressing a touch-tone code into 
30 his receiver. Other methods of signaling, even out-of-band signaling such as via the 
Internet are possible. 
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The technique could also be used to discourage unsolicited fax calls, either by 
interrupting an incoming fax with the charge code (step 107) or by providing a signaling 
protocol by which the recipient can invoke the charge (steps 107, 105) after a call has 
ended. 

5 According to one embodiment, once invoked, a recorded message notifies the 

calling party to remove the called party from their calling list, or risk additional charges 
for each successive call to the called party (step 103). In the case of an incoming fax, the 
system could attempt to fax back a similar warning message (step 103). 

According to another embodiment, even if the service is not universally 
10 available, the calling party could be notified before connecting the call, that the called 
party has such privileges and may cause the calling party to incur special charges (step 
103). 

According to some embodiments of the invention, each telephone subscriber 
chooses from among several charities for which to direct his penalty charge (step 105). 

15 In one particularly preferred embodiment, if the called party presses a tone-code 

during the first minute of the call (step 107), the calling party is assessed an irrevocable 
$2 charge by the phone company (step 105), which is subsequently directed to a charity 
designated by the called party. The call is disconnected and the calling party is reminded 
to avoid calling parties that are likely to invoke this privilege (step 103), 

20 The plan could be publicized in advance and/or may encompass a grace period in 

which callers would be warned about, but not assessed, the called party generated 
charge, or a certain mmiber of "grace calls" to a given phone number even during the 
period of fiiU implementation. 

Fig. 2 illustrates an embodiment of the invention in which a telephone service 

25 central office 200 has been modified to support the new fimctionality. A calling party 
201 is connected to a called party 203 through a central office switch 205. A billing 
system 207 monitors and tracks all such connections and their durations. The switch 205 
can also pass an in-band or out-of-band signal from called party 203 to the billing system 
207. Optionally, out-of-band signaling can occur through a completely independent 

30 chaimel, for example between a personal computer 209 and the billing system 207. 

Software program instructions in the billing system 207 direct a message sender 21 1 to 
convey to the calling party 201 a suitable message, while also noting any penalty charge 
to be assessed against calling party 201. 
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Another embodiment of the invention is shown in the diagram in Fig. 3. 

In step 301 , a calling party initiates a call setup by dialing a recipient phone 
number. In step 303, the central office to which the calling party is connected checks a 
database 304 for recipient-driven charges or begins to set up the call v^th a remote 
5 central office serving the recipient. In that case, the central office serving the recipient 
advises the central office to which the calling party is connected of the fee type to be 
imposed, at step 305, Next, in step 307, the local central office advises the calling party 
of any recipient-driven charges to be imposed. The caller can then, in step 309, either 
authorize the charge (and continue the call) or reject the charge (by hanging up). If the 
1 0 calling party hangs up, no special charges apply, step 311. If the calling party authorizes 
the charge, the call setup is completed at step 313. The recipient then answers, at step 
315, and indicates whether the call is desired. If desired, then no special charges apply, 
step 317. If undesired, then a penalty message is delivered to the calling party, a charge 
is applied to the callmg party's bill, and optionally the calling party is added to a block 
1 5 call list corresponding to the recipient, step 319. 

The present invention has now been described in connection with a number of 
specific embodiments thereof. However, niunerous modifications which are 
contemplated as falling within the scope of the present invention should now be apparent 
to those skilled in the art. Therefore, it is intended that the scope of the present invention 
20 be limited only by the scope of the claims appended hereto. 

What is claimed is: 
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CLAIMS 

1 . A method of blocking unsolicited and undesired telephone calls, comprising steps 
of: 

receiving a telephone call from a caller; 
5 the telephone service provider delivering to the caller a message warning of a 

possibility of penalty charges; and 

the telephone service provider charging the caller the penalty charges, based upon 
a called-party initiated event. 

2. The method of claim 1 , further comprising: 

10 signaling a telephone service provider that the telephone call received should be 

blocked. 

3. Apparatus for blocking unsolicited and undesired telephone calls, comprising: 
a central office billing system which records calling party and called party 

information for completed connections; 
15 a message sending unit, selectively connectable to the calling party, the message 

sending unit delivering a message warning of a possibility of penalty charges; and 

a signal-receiver connected to the central office billing system, which receives a 
called party initiated signal indicating penalty charges should be assessed. 


ABSTRACT 

A method and apparatus to discourage unsolicited and undesired telephone calls 
by selectively assessing a penalty charge against calling parties. The penalty charge may 
be assessed at the direction of the called party. 
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